IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BOARD OF PATENT APPEALS AND INTERMRENCES 



in re Application of 
Application No. 
Filing Date 

Art Unit 
Title 

Attdrney Docket No. 



Richard Douglas Kemp 

10/603,207 

25 June 2003: 

2681 

Electronic Management and Distribution of Legal I nformation 
336001-2024.1 



Mail Stop Appeal Brief—Patents 
Commissionef for Patents 
FO Box 1450 

Alexandria, VA 22313-1450 



REPLY BRIEF 



D1Q22635.DOC 



ARGUMENT 

In the Exaffiiner's Answer of 14 October 2G1 1 (the "Answer"), the examiner 
attempts to defend the rejections of all claims as anticipated by U. S . Patent Appliealion 
Publication 2006/0253449 by Williamson e/ a/, ( Answer at 4.) As shown at length in the 
appiiqant's Appeal Brief of22 August 2011 (the "Brief however, Williamson fails to 
teach or suggest all limitations of any claim. And the Answer raereiy emphasizes the 
rejections' reliance on incorrect and improper readings of the claims and cited prior art. 

The Federal Circuit has emphasized that to anticipate any claim, the prior art 
reference must clearly and unequivocally disclose the claimed invention without any 
need for picking, choosing, and combining various disclosures, even disclosisres in a 
single reference^ if the disclosures are not directly related to each other by the teaehings 
of the cited reference. See Net MomyIN, Inc. v. Verisign, Inc., 545 F.3d i359v, 1371, 88 
iJ.S.P.Q.2d 1751, 1760 (Fed. Cir. 2008). The. Afe?.M<j?jey/.V decision is unambiguous on 
this point: 

We thus hold that unless a reference discloses within the 
four corners of the document not only all of the limitations 
claimed but also all of the Hraitations arranged or combined 
in the same way as recited in the claim, it cannot be said to 
prove prior invention of the thing claimed and, thus* cannot 
anticipate under 35 U.S.C. § 102. 

Id. at 1371, 88 U.S.P.Q.2d at 1759. 

Therefom, to anticipate claim 1 > W i i liamson must teach "items of legal 
information" that satisfy a:ll the lim itations of claim 1 , As discussed: on pages 7-8 of the 
Brief, the claimed items of legal information have the following propefties; 

» they are responsive to the request; 
• they are associated with content; 

® tht.'> -\\ ; .acii ai.so^ ai^J \ , \ .^fu „ t | c tags that 'denti'y 
legal topics or subtopics tliai are associated with the items; and 

« they are each associated with respective type tags that identify 
types of legal information eorresponding to the associated items. 
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As provided for display, the items of legal infofmation are: 

• automatically tabulated by the respective type tags ; and 

• configured to be selectable at the aser terminal to provide a request 
fat display of the associated content 

In the Answer, as previously, the exaniiner yet again tatis to identify what specific 
disclosure In Williamson is supposed to correspond to the claimed items oflegai 
inibrnifUion thai include ihcsc rimiuuions. Rather, the exaniiner simply aiscn^ !ho.i Ksp 4 
of \^'illiamson teaches a user interface that includes a table comprising a piuralitj of 
items of legal information. (Answer at 17.) The examiner ignores the applicant's showing 
in the Brief that nothing in the cited Fig. 4 satisfies the limitations applicable to the 
claimed items of legal information, (Brief at 9.) 

indeed, the cxainincr's own arguments atv .'-.ct^-isisTont with finding the claimed 
items oflegai information in Fig, 4, For exaiiipie, the examiner quotes Williamson at 
paragraph 0054, where Williamson writes tnat the ieftniost pane of the dispiax'ed window^ 
presents a topic listing ihiu is divided into general topics and specific topics. (Answer at 
19.) ihe exaiiiiiie!- then asserts that 'Tig. 4 show[s] a clause selection module 60 
displayed in a table, which allows a user to select a clause to be displayed on the clause 
panel 65." (M) 

The displaj'ed clause therefore seents to be In the examiner's vie\v tht- ekii-ned 
■■associated content" that i? requested for displa) . If that is the case, though, then Fig. 4 
displays only "topics" — one of which may be selected to bring un the clause — and 
'•content". Nothing remains in Fig. 4 to be the claimed "items oflegai information." 

The examiner ignores yet other HmitatiGns in rejecting claims 7-9, 62, and 66-67, 
reading "automatically" and "responsive to tlie request" out of the claims. For exa^npie, 
claim 7 claims "automatically access[ing] . . . new legal inform ation responsive to the 
request," where the antecedent basis in claim 1 for "the request" is a request received 
from a user lerntinal, in response to which the plurality of Icga! items are accessed in the 
database or databases. In connection with this limitation, the examiner writes: •■[Njew 
legal Inibrmatioii (i.e., "-annotation'') can be requested by clicking on the hyperlink 
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associated with the legal information assplayed on the display dcvfcc aa ciasined. 

v\ il am on" ■> I .g 4 shtms two h>perUak!j 74a and 7%b 0\ tl ou [ Ik] use < cquest 

|f ' V m Kjfai on xv^Mic 'Ke iega! information dssp.ayc ]' > \f^\\ ' 11 ) 

L (. \i! iii'K? 1 s i,s^ is 1,^ ti-ie Answer that a fm u.m oi <u ? c < ^< '\ 
rets iCv .g lafoimalion responsive to a previom request js met bv rtlDcving intounation 
responsive to a mw request, a request that the user has entered mamia//v. And aside trom 
the manifest incorrectness of reading claim tenrns to mean their exact <>pposites, the 
exammer's interpretation cannot be reconciled with claim 8, which claims "autdraatscally 
and periodically" updating the search, or claim 9, which claims -automatically and 
contiiTuouslv ' updating it. 

The examiner s arausinems wstn respect lo claims jO and 34-35 surnlarlv ignore 
cia. n ^■ei ms a^d damned distinctions I-or examples Ciaim 30 ciaims, among other things, 
tormattmg documents according to a protocol and storing the formatted documents m at 
least one database. In connection with this claim, the examiner writes that "Williamson 
teaches at [0039] that the legal documents are formatted using [aj tag-del iituted language 
such as H TML or XML." (Answer at 2 i) But the cited paragraph of Wilharason 
discusses Web pages; notthe clauses in the library, (f 0039.) And the applicant has 
shown that mailcmg up a document m H i ML or XML is not formatting documents 
according to a protocol (Brief at 14-15) and the examiner has not even tried to rebui- 
thai showing. 

Fmajily m rejecting claims iO-12 and 32-ii, the exammei incorrectly interprets 
"database". The examiner writes: 

H il a nso > "> hvv. abase 19 is 

re ihohalK OH ^.J in "i ji tt tables, hsts, and 

L'«„(.s\Nhv. je atluJ lliK 111.1 ai !e iiiki T'^ere <ire four 
iogical tables: ciau.se lable 40, outline table 41 , annotation 
42 and leani Kipics 44." Williamson thererore teaches a 
plurality of databases (i.e. "logical tables") for separately 
storing ditTerent type of legal information (i.e. "clause", 
"outline", "annotation"). 

(Answer at 22.) 
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Thus, in the examiner's view, "database" does not mean "database". It means 
"table". The exatnmef seems not to see any requireraent even that tables be actually 
separate to be treated as separate databases, so long as they are "logically" separate. And 
more: storing clauses, outlines, and annotations in separate logical tables seems to 
constitute storing them in different "databases" by legal topic, which is what claim 10 
ciaims. 

In sum, the rejectiotis depeiid on taking: ''automatic" to mean "riianuai", "separate 
databases" to mean *'one database"j and "database field" tp mean "web page" and further 
on taking other j significant claim limitations to mean nothing at alL But however broadly 
claim terms are to be ihterpt'eted, they cannot so be taken to rnean their exact opposites or 
interpreted out of existence; And without these imperm of the ciaims and 

the prior art, the rejections cannot be sustained. 

For the foregoing reasons and those sel forth in the Brief, the applicants 
respectfully Submit that all pending claihis are allowable ovet the cited prior mi, and that 
the Examiner's Answer fails to establish otherwise. The Board is therefore respectiully 
asked to reverse all rejections and allow the claitns. 

Date: 14 December 20 1 1 Respectfully submitted. 
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